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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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DETAILED ACTION 

The amendment filed 7/21/08 is acknowledged. Claims 1-8 and 30-33 are being 
considered on the merits. 

To clarify the invention, it is recommended that the term "respectively" be added after the 
recitation of accession numbers in claim 1 . 

The rejection under 35 U.S.C 1 12, first paragraph regarding deposit is withdrawn in 
view of applicant's averments. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make and use the same and shall set forth the best mode contemplated by the 
inventor ol'carrying out his invention. 

Claims 32-33 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

No basis or support is found in the present specification for a culture as claimed in claim 
32. Applicant asserts that support is provided at Table 2. However, it is unclear how the 
material in Table 2 relates specifically to the claimed invention. 

In addition, the statement at page 14, lines 22-27 reads: 

"Table 2 shows that the endophytes of this invention can be distinguished from other 
groups of Neotyphodiuni endophytes by the number of alleles observed and the apparent 
sizes of such alleles. Thus all strains of this invention share a Bl 1 allele of size c. 128 
base pairs and a second Bl 1 allele within the size range c. 192 to 200bp. They also share 
with other N. coenophialum strains up to three BIO alleles within the range c. 154 to 
185bp." 

There is no clear indication at Table 2 of a culture of an endophyte wherein "the 
endophyte has three BIO alleles, each within the range of 154 to 185 base pairs in size". 

Insertion of the limitation of the new genus wherein "the endophyte has three BIO 
alleles, each within the range of 154 to 185 base pairs in size" does not have support in the as- 
filed specification. The insertion of this limitation is a new concept because it neither has literal 
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support in the as-filed specification by way of generic disclosure, nor are there specific examples 
of the newly limited genus which would show possession of the concept of the use of endophytes 
wherein "the endophyte has three BIO alleles, each within the range of 154 to 185 base pairs in 
size".. There is no clear exemplification of this genus in Table 2 which not sufficient support for 
the new genus wherein "the endophyte has three BIO alleles, each within the range of 154 to 185 
base pairs in size". This is a matter of written description, not a question of what one of skill in 
the art would or would not have known. The material within the four comers of the as-filed 
specification must lead to the generic concept. If it does not, the material is new matter. 
Declarations and new references cannot demonstrate possession of a concept after the fact. 
Thus, the insertion of wherein "the endophyte has three BIO alleles, each within the range of 
154 to 1 85 base pairs in size" is considered to be the insertion of new matter for the above 
reasons. 

Therefore, this material constitutes new matter and should be deleted. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims paiiicularly poiiiiing mil and dislinclly claiiiiing the 
subject matter which the applicant regards as his invention. 

Claims 30-33 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 30 is confiising in that the species of the endophyte claimed is not set forth. It is 
recommended that "of Neotyphodium coenophialum" be added after "culture" at line 1. 
Claim 3 1 is vague, indefinite and confiising in that the material intended to be 

encompassed by Neotyphodium coenophialum" wherein "the endophyte has three BIO alleles, 
each within the range of 154 to 185 base pairs in size". 

Claims 8, 31, 33 are objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to fiirther limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or 
rewrite the claim(s) in independent form. 
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The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in pubhc use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 32-33 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the altemative, 
under 35 U.S.C. 103(a) as obvious over Waller et al. (2000. Tall Fescues With Novel 
Endophytes in Tennessee. In: Proceedings of 4th International Neotyphodium/Grass Interactions 
Symposium. Eds. V.H. Paul and P.D. Dapprich) 

The claims are drawn to Neotyphodium coenophialum strains which have certain alleles. 

The cited reference discloses Neotyphodium coenophialum strains which appear to be 
identical to at least one of the presently claimed strain (see, e.g.. Results, Tables I and II) since 
they are non-toxic for animals in conjunction with grasses. The referenced microorganisms 
appear to be identical to at least one of the presently claimed strain and are considered to 
anticipate the claimed microorganism since they are disclosed as being found to live in similar 
plant tissue, are of the same species as that of the microorganisms claimed and are taught to be 
effective for the same purpose. Consequently, the claimed strains appear to be anticipated by 
the reference, even though the presence of the required alleles is not disclosed. 

In the altemative, even if the claimed microorganisms are not identical to at least one the 
referenced microorganism with regard to some unidentified characteristics, the differences 
between that which is disclosed and that which is claimed are considered to be so slight that the 
referenced microorganisms are likely to inherently possess the same characteristics of the 
claimed microorganism particularly in view of the similar characteristics which they have been 
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shown to share. Thus the claimed strains would have been obvious to those skilled in the art 
within the meaning of USC 103. 

Accordingly, the claimed invention as a whole was at least prima facie obvious, if not 
anticipated by the reference, especially in the absence of evidence to the contrary. 

Response to Arguments 

Applicant's arguments as they pertain to the above rejection have been fully considered 
but they are not deemed to be persuasive. 

The Patent and Trademark Office is not equipped to conduct experimentation in order to 
determine whether or not applicants' cultured strains differ and, if so, to what extent, from the 
strains discussed in the references regarding their genotypic properties. See also the new matter 
rejection supra. 

Therefore the rejection is deemed proper and it is adhered to. 

Claims 32-33 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Smith et al.(X) 

The claims are drawn to Neotyphodium coenophialum strains which have certain alleles 

The cited reference discloses Neotyphodium coenophialum strains which appear to be 
identical to at least one of the presently claimed strain (see, e.g., last page, col. 2) since they are 
non-toxic for animals in conjunction with grasses. The referenced microorganisms appear to be 
identical to at least one of the presently claimed strain and are considered to anticipate the 
claimed microorganism since they are disclosed as being found to live in similar plant tissue, are 
of the same species as that of the microorganisms claimed and are taught to be effective for the 
same purpose. Consequently, the claimed strains appear to be anticipated by the reference, even 
though the presence of the required alleles is not disclosed. 

In the alternative, even if the claimed microorganisms are not identical to at least one the 
referenced microorganism with regard to some unidentified characteristics, the differences 
between that which is disclosed and that which is claimed are considered to be so slight that the 
referenced microorganisms are likely to inherently possess the same characteristics of the 
claimed microorganism particularly in view of the similar characteristics which they have been 
shown to share. Thus the claimed strains would have been obvious to those skilled in the art 
within the meaning of USC 103. 
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Accordingly, the claimed invention as a whole was at least prima facie obvious, if not 
anticipated by the reference, especially in the absence of evidence to the contrary. 
Response to Arguments 

Applicant's arguments as they pertain to the above rejection have been fully considered 
but they are not deemed to be persuasive. 

The Patent and Trademark Office is not equipped to conduct experimentation in order to 
determine whether or not applicants' cultured strains differ and, if so, to what extent, from the 
strains discussed in the references regarding their genotypic properties. See also the new matter 
rejection supra. 

Therefore the rejection is deemed proper and it is adhered to. 

Claims 32-33 arc rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Matthews et al. (W) 

The claims are drawn to Neotyphodium coenophialum strains which have certain alleles 

The cited reference discloses Neotyphodium coenophialum strains which appear to be 
identical to at least one of the presently claimed strain (see, e.g.. Table 1) since they are non- 
toxic for animals in conjunction with grasses. The referenced microorganisms appear to be 
identical to at least one of the presently claimed strain and are considered to anticipate the 
claimed microorganism since they are disclosed as being found to live in similar plant tissue, are 
of the same species as that of the microorganisms claimed and are taught to be effective for the 
same purpose. Consequently, the claimed strains appear to be anticipated by the reference, even 
though the presence of the required alleles is not disclosed. 

In the alternative, even if the claimed microorganisms are not identical to at least one the 
referenced microorganism with regard to some unidentified characteristics, the differences 
between that which is disclosed and that which is claimed are considered to be so slight that the 
referenced microorganisms are likely to inherently possess the same characteristics of the 
claimed microorganism particularly in view of the similar characteristics which they have been 
shown to share. Thus the claimed strains would have been obvious to those skilled in the art 
within the meaning of USC 103. 
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Accordingly, the claimed invention as a whole was at least prima facie obvious, if not 
anticipated by the reference, especially in the absence of evidence to the contrary. 
Response to Arguments 

Applicant's arguments have been fiiUy considered but they are not deemed to be 
persuasive. 

Applicant argues that this reference is not prior art. However, the priority document does 
not provide basis or support for a culture as claimed in claim 32. 

The Patent and Trademark Office is not equipped to conduct experimentation in order to 
determine whether or not applicants' cultured strains differ and, if so, to what extent, from the 
strains discussed in the references regarding their genotypic properties. See also the new matter 
rejection supra. 

Therefore the rejection is deemed proper and it is adhered to. 

Claims 32-33 arc rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Bouton etal., Agronomy Journal, vol. 94, pages 567-574 
(2002) 

The claims are drawn to Neotyphodium coenophialum strains which are non-toxic for 
animals in conjunction with grasses. 

The cited reference discloses Neotyphodium coenophialum strains which appear to be 
identical to at least one of the presently claimed strain (see, e.g.. Table 1) since they are non- 
toxic for animals in conjunction with grasses. The referenced microorganisms appear to be 
identical to at least one of the presently claimed strain and are considered to anticipate the 
claimed microorganism since they are disclosed as being found to live in similar plant tissue, are 
of the same species as that of the microorganisms claimed and are taught to be effective for the 
same purpose. Consequently, the claimed strains appear to be anticipated by the reference, even 
though the presence of the required alleles is not disclosed. 

In the ahemative, even if the claimed microorganisms are not identical to at least one the 
referenced microorganism with regard to some unidentified characteristics, the differences 
between that which is disclosed and that which is claimed are considered to be so slight that the 
referenced microorganisms are likely to inherently possess the same characteristics of the 
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claimed microorganism particularly in view of the similar characteristics which they have been 
shown to share. Thus the claimed strains would have been obvious to those skilled in the art 
within the meaning of USC 103. 

Accordingly, the claimed invention as a whole was at least prima facie obvious, if not 
anticipated by the reference, especially in the absence of evidence to the contrary. 

Response to Arguments 

Applicant's arguments as they pertain to the above rejection have been fully considered 
but they are not deemed to be persuasive. 

The Patent and Trademark Office is not equipped to conduct experimentation in order to 
determine whether or not applicants' cultured strains differ and, if so, to what extent, from the 
strains discussed in the references regarding their genotypic properties. See also the new matter 
rejection supra. 

Therefore the rejection is deemed proper and it is adhered to. 



Claims 1-8 are allowable over the art of record the properties of the strains as claimed 
differ from those of the prior art. Applicant's arguments are persuasive in this regard. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Irene Marx whose telephone number is (571) 272-0919. The 
examiner can normally be reached on M-F (6:30-3:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Wityshyn can be reached on 571-272-0926. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300 . 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Pubhc PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



/Irene Marx/ 
Primary Examiner 
Art Unit 1651 



